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1 5 Assistant Commissioner for Patents 
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Alexandria, VA 22313-1450 

Declaration of Prior Invention to Overcome 

20 Cited Patent or Publication Pursuant to 37 CFR 1.131 - Michael A. Glenn for 

Steven Jeromy Carriere 

1. My name is Michael A. Glenn. I am the registered attorney duly appointed by 
25 the inventors of the invention in the subject patent application. 

2. I have reviewed the following documents cited by the Examiner: 

(a) Bhatnagar et al. (U. S. Pub. No. 20050021964 Al); and 
30 (b) Rozmus et al. (U.S. Pub. No. 20040267870). 

3. The earliest effective priority date of above-mentioned reference (a) is July 
25, 2003. The earliest effective priority date of above-mentioned reference (b) is 
June 26, 2003. The conception of the claimed subject matter of the invention 

35 occurred prior to the specified dates of said reference (a) and reference (b), and 
was coupled with due diligence from prior to said reference dates to the filing of 
the above mentioned application. In support of this, attached are the following 
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documents, Exhibits A-M below. Neither reference claims the same subject 
matter as that claimed in the parent application. 

Namely, Exhibits A-M, spanning the date from (4/03) to (10/03), i.e. predating 
5 above mentioned reference (a) and (b), establish conception and due diligence 
of Claim 1 because such exhibits show a system, comprising: 

at least one first entity comprising any of a user, a user agent and a 
principal; 

an authentication agency; 
10 means for sending a login request from the first entity to the authentication 

agency; 

means for receiving an assertion at the first entity from the authentication 
agency in response to the log in request; 

means for authenticating the first entity at a participant with the received 
15 assertion; 

means for sending a request for a service on behalf of the first entity from 
a second entity comprising any of the participant and a service consumer 
associated with the participant to any of the authentication agency and a 
discovery service associated with the authentication agency, using the assertion; 
20 and 

means for an sending an authorization from the authentication agency to 
the second entity for the requested service in response to the sent request if the 
principal is enabled for the requested service. 

25 Exhibits A-M, spanning the date from (4/03) to (10/03). /.e. predating above 
mentioned reference (a) and (b), also establish conception and due diligence of 
Claim 1 1 because exhibits show a system, comprising: 

an authentication agency for authenticating at least one first entity 
comprising any of a user, a user agent and a principal, and for sending 
30 assertions to the first entities; and 

at least one second entity comprising 

means for receiving the assertions from the first entities, 
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means for authenticating the first entities at the second entity with 
the received assertions, 

means for sending requests for service on behalf of the first entities 
to any of the authentication agency and a discovery service associated 
5 with the authentication agency, using the received authentication 

information from said first entities, 

means for receiving authorizations sent from the authentication 
agency in response to the sent requests if the first entities are enabled for 
the requested services; and 
10 means for invoking the requested authorized services with the received 

authorizations. 

Furthermore, Exhibits A-M, spanning the date from (4/03) to (10/03), /.e. 
predating above mentioned reference (a) and (b), also establish conception and 
15 due diligence of Claim 23, because exhibits show a system, comprising: 

sending a login request from a first entity to an authentication agency, the 
first entity comprising any of a user, a user agent and a principal; 

receiving an assertion at the first entity from the authentication agency in 
response to the log in request; 
20 authenticating at a participant through the first entity with the received 

assertion; 

sending a request for a service on behalf of the principal from a second 
entity comprising any of the participant and a service consumer associated with 
the participant to any of the authentication agency and a discovery service 
25 associated with the authentication agency, using the assertion; and 

sending an authorization from the authentication agency to the second 
entity for the requested service in response to the sent request if the first entity is 
enabled for the requested service. 

30 In addition. Exhibits A-M, spanning the date from (4/03) to (10/03), /.e. predating 
above mentioned reference (a) and (b), also establish conception and due 
diligence of Claim 33, because exhibits show a process, comprising the steps of: 
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providing an authentication agency networked to a service; 
establisliing an identity at the authentication agency for a first entity 
comprising any of a user, a user agent and a principal; 

sending authentication information from the authentication agency to the 
5 first entity; 

authenticating the first entity at a participant with the authentication 
information; 

sending a request for a service on behalf of the principal from a second 
entity comprising any of the participant and a service consumer associated with 
10 the participant to any of the authentication agency and a discovery service 
associated with the authentication agency; 

sending an authorization from the authentication agency to the second 
entity to access the service on behalf of the first entity if the first entity is enabled 
for the service by the authentication agency; and 
15 establishing a link between the second entity and the service, based upon 

the authorization. 

Support for Claims 1 , 1 1 , 23 and 33 is seen in Exhibit A, throughout the draft of 
the Summary, Specification and Claims of Exhibit A, Item 2, as seen at least on 
20 page 4, lines 8-14 (Summary); on page 5, line 30, to page 9, line 23; in Claims 1 , 
11, 22 and 32; and In Figures 1-6, 9 and 11-16 of Exhibit A, Item 3, wherein a 
first entity comprises at least any of a user and a principal, and an identity 
provider 14 acts as an authentication agency. 

25 4. The Exhibits. 

It should be appreciated that some of the documents listed herelnbelow show 
the date on which they were printed, wherein the date reflects the printed date 
and not the date of creation of the document. 

30 

Exhibit A. 

May 14, 2003: 
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Item 1) A copy of an email with Subject: Re: AOL0091 draft comments 
needed, which includes a request for identification of inventors to "get the 
drafts out for review". 

5 

Attached to the email are documents, including a draft of the Specification 
with Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091.App.V1 4.15.03.doc; and 

10 

Item 3) Application Drawings Draft Document, Dwgs 5.13.03.v1.pdf. 

Exhibit B. 

May 15, 2003: 

15 

Item 1) A copy of an email with Subject: Here you go!!!, which includes 
contact information for at least one inventor 

Exhibit C. 

20 May 15, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 draft comments needed, 
which includes coordination with identification of possible inventors. 

25 Exhibit D. 

May 15. 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 draft comments needed, 
which includes contact information for possible inventors. 

30 

Exhibit E. 
May 22, 2003: 
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Item 1) A copy of an email dated May 22, 2003 with Subject: Re: AOL0091 draft 
comments needed, which a request for review by Conor Cahill, Edwin Aoki, J. 
Carriere and David Wexelblat. 

5 

Attached to the email are documents, including a draft of the Specification with 
Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091.App.V1 4.15.03.doc; and 

10 

Item 3) Application Drawings Draft Document, AOL0091.Dwgs.v1.pdf. 
Exhibit F. 

May 22, 2003 and June 1 1 , 2003: 

15 

Item 1) A copy of an email dated June 1 1 , 2003 with Subject: Re: AOL0091 draft 
review, 2nd request, which a request for review by Conor Cahill, Edwin Aoki, J. 
Carriere and David Wexelblat. 

20 Item 2) Attached to the email of Item 1 is the appended Email with Attached 
Documents of Exhibit E, comprising: 

Item 3) Application Draft Document, 'AOL0091.App.V1 4.15.03.doc; and 
25 Item 4) Application Drawings Draft Document, AOL0091 .Dwgs.vl .pdf . 

Exhibit G. 

July 17, 2003: 

30 Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
DueASAPI; 
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Email refers to review of Application draft, with comments provided by David Eli 
Wexelblat. 

Exhibit H. 

5 July 21, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
Due ASAP I; 

10 Email refers to review of Application draft and comments provided by Norihiro 
Edwin Aoki. 

Attached to the email was the following document: 
15 Item 2) Application Draft Redline Document 'AOL0091.App.V1 4.15.03 EA'. 

Exhibit I. 

July 23. 2003: 

20 Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
Due ASAPI; 

Email refers to the forwarding of comments from Edwin Aoki and David 
Wexelblat for incorporation into Application, and submission of inventor 
25 information for formal documents. 

Exhibit J. 

July 23, 2003: 

30 Item 1) A copy of an email with Subject: Re: AOL0091 Signature Forms!; 
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Email refers to identification of Chris Toomey as an inventor, attached signature 
form, and an attached Application for review by Chris Toomey. 

Attached to the email are the following documents: 

5 

Item 2) Assignment.doc; and 
Item 3) Dec:POA.doc. 

10 Exhibit K. 

August 14, 2003: 

Item 1) A copy of an email dated August 14, 2003 with Subject: AOL0091 
Second Patent Draft for Comments ASAP, 

15 

with a request for review by Conor Cahill, Edwin Aoki, David Wexelblat and 
Jeromy Carriere. 

Attached to the email are documents, including a draft of the Specification with 
20 Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091.App.V2.8. 14. 03.doc; and 

Item 3) Application Drawings Draft Document, AOL0091.Dwgs.v2.pdf. 

25 

Exhibit L. 

August 14, 2003: 

Item 1) A copy of an email dated August 14, 2003 with Subject: Re: AOL0091 
30 Second Patent Draft for Comments ASAP; 
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Wherein Edwin Aoki notes that he forwarded the request (of Exhibit K) to Jim 
Roskind & Chris Toomey. 

Exhibit M. 

5 August 29, 2003: 

item 1) A copy of an email with Subject: AOL0091 - Final Draft for Filing & 
Inventor Disclosure Form; 

10 Email refers to pending delivery of formal drawings, and documents attached to 
the email, including the Application and an Inventor Disclosure form. 

Also attached to the email is email confirmation for approval to file from Conor 
Cahill to Applicant's representative, Don Hendricks, from an email of 08/29/03 
1 5 with Subject: Re: AOL0091 Fourth Draft of Figures for Comments ASAP. 

5. I am one of the inventors that used each of the attached documents shown in 
Exhibits A, E, F, H, J, and K. Exhibit A, Items 2 and 3; Exhibit E, Items 2 and 3; 
and Exhibit F, Items 3 and 4 contain a description of exemplary embodiments of 

20 the invention. Exhibit A, Items 2 and 3; Exhibit E, Items 2 and 3; and Exhibit F, 
Items 3 and 4 were created before June 26, 2003 and show a conception date of 
the invention prior to both the effective date of July 25, 2003 for Reference (a) 
and before the effective date of June 26, 2003 of Reference (b). 

25 Exhibit H, Item 2 also contains a description of exemplary embodiments of the 
invention, and was created before the effective date of July 25, 2003 for 
Reference (a). 

Exhibits A - M establish due diligence from conception prior to the prior art of 
30 reference to the filing of the patent application. 

6. The above-cited application was subsequently filed on 02 October 2003. 
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7. I hereby acknowledge that willful false statements and the like are punishable 
by fine or imprisonment, or both (18 U.S.C. 1001) and may jeopardize the validity 
of my application or any patent issuing thereon. All statements made of my own 
knowledge are true and all statements made on information or beliefs are 
believed to be true. 





Michael A. Glenn 



Date 



Attorney 
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STATES PATENT AND TRADEMARK OFFICE 



5 In re Application of: Cahilletal. Docket No.: AOL0091 

Serial No.: 10/678,910 Art Unit: 2131 

Filed: 02 October 2003 Examiner: Chen, Shin Hon 

10 

Title: Identity Based Service System 

18 October 2006 

15 Assistant Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Declaration of Prior Invention to Overcome 

20 Cited Patent or Publication Pursuant to 37 CFR 1.131 - Michael A. Glenn for 

James A. Roskind 

1. My name Is Michael A. Glenn. I am the registered attorney duly appointed by 
25 the inventors of the invention in the subject patent application. 

2. I have reviewed the following documents cited by the Examiner: 

(a) Bhatnagar et al. (U. S. Pub. No. 20050021964 A1); and 
30 (b) Rozmus et al. (U.S. Pub. No. 20040267870). 

3. The earliest effective priority date of above-mentioned reference (a) is July 
25, 2003. The earliest effective priority date of above-mentioned reference (b) is 
June 26, 2003. The conception of the claimed subject matter of the invention 

35 occurred prior to the specified dates of said reference (a) and reference (b), and 
was coupled with due diligence from prior to said reference dates to the filing of 
the above mentioned application. In support of this, attached are the following 
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documents, Exhibits A-M below. Neither reference claims the same subject 
matter as that claimed in the parent application. 

Namely, Exhibits A-M, spanning the date from (4/03) to (10/03), i.e. predating 
5 above mentioned reference (a) and (b), establish conception and due diligence 
of Claim 1 because such exhibits show a system, comprising: 

at least one first entity comprising any of a user, a user agent and a 
principal; 

an authentication agency; 
10 means for sending a login request from the first entity to the authentication 

agency; 

means for receiving an assertion at the first entity from the authentication 
agency in response to the log in request; 

means for authenticating the fjrst entity at a participant with the received 
15 assertion; 

means for sending a request for a service on behalf of the first entity from 
a second entity comprising any of the participant and a service consumer 
associated with the participant to any of the authentication agency and a 
discovery service associated with the authentication agency, using the assertion; 
20 and 

means for an sending an authorization from the authentication agency to 
the second entity for the requested service In response to the sent request if the 
principal is enabled for the requested service. 

25 Exhibits A-M, spanning the date from (4/03) to (10/03), i.e. predating above 
mentioned reference (a) and (b), also establish conception and due diligence of 
Claim 1 1 because exhibits show a system, comprising: 

an authentication agency for authenticating at least one first entity 
comprising any of a user, a user agent and a principal, and for sending 
30 assertions to the first entities; and 

at least one second entity comprising 

means for receiving the assertions from the first entities, 
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means for authenticating the first entities at the second entity with 
the received assertions, 

means for sending requests for service on behalf of the first entities 
to any of the authentication agency and a discovery service associated 
5 with the authentication agency, using the received authentication 

information from said first entities, 

means for receiving authorizations sent from the authentication 
agency in response to the sent requests if the first entities are enabled for 
the requested services; and 
10 means for invoking the requested authorized services with the received 

authorizations. 

Furthermore, Exhibits A-M, spanning the date from (4/03) to (10/03), i,e, 
predating above mentioned reference (a) and (b), also establish conception and 
15 due diligence of Claim 23, because exhibits show a system, comprising: 

sending a login request from a first entity to an authentication agency, the 
first entity comprising any of a user, a user agent and a principal; 

receiving an assertion at the first entity from the authentication agency in 
response to the log in request; 
20 authenticating at a participant through the first entity with the received 

assertion; 

sending a request for a service on behalf of the principal from a second 
entity comprising any of the participant and a service consumer associated with 
the participant to any of the authentication agency and a discovery service 
25 associated with the authentication agency, using the assertion; and 

sending an authorization from the authentication agency to the second 
entity for the requested service in response to the sent request if the first entity is 
enabled for the requested service. 

30 In addition. Exhibits A-M, spanning the date from (4/03) to (10/03), i.e, predating 
above mentioned reference (a) and (b), also establish conception and due 
diligence of Claim 33, because exhibits show a process, comprising the steps of: 
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providing an authentication agency networked to a service; 
establishing an identity at the authentication agency for a first entity 
comprising any of a user, a user agent and a principal; 

sending authentication information from the authentication agency to the 
5 first entity; 

authenticating the first entity at a participant with the authentication 
information; 

sending a request for a service on behalf of the principal from a second 
entity comprising any of the participant and a service consumer associated with 
10 the participant to any of the authentication agency and a discovery service 
associated with the authentication agency; 

sending an authorization from the authentication agency to the second 
entity to access the service on behalf of the first entity if the first entity is enabled 
for the service by the authentication agency; and 
15 establishing a link between the second entity and the service, based upon 

the authorization. 

Support for Claims 1, 1 1, 23 and 33 is seen in Exhibit A, throughout the draft of 
the Summary, Specification and Claims of Exhibit A, Item 2, as seen at least on 
20 page 4, lines 8-14 (Summary); on page 5, line 30, to page 9, line 23; In Claims 1, 
11, 22 and 32; and in Figures 1-6, 9 and 11-16 of Exhibit A, Item 3, wherein a 
first entity comprises at least any of a user and a principal, and an identity 
provider 14 acts as an authentication agency. 

25 4. The Exhibits. 

It should be appreciated that some of the documents listed hereinbelow show 
the date on which they were printed, wherein the date reflects the printed date 
and not the date of creation of the document. 

30 

Exhibit A. 

May 14, 2003: 
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Item 1) A copy of an email with Subject: Re: AOL0091 draft comments 
needed, which includes a request for identification of inventors to "get the 
drafts out for review". 

5 

Attached to the email are documents, including a draft of the Specification 
with Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091.App.V1 4.15.03.doc; and 

10 

Item 3) Application Drawings Draft Document, Dwgs 5.13.03.v1.pdf. 

Exhibit B. 

May 15, 2003: 

15 

Item 1) A copy of an email with Subject: Here you go!!!, which includes 
contact information for at least one inventor 

Exhibit C. 

20 May 15, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 draft comments needed, 
which includes coordination with identification of possible inventors. 

25 Exhibit D. 

May 15, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 draft comments needed, 
which includes contact information for possible inventors. 

30 

Exhibit E. 
May 22, 2003: 
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Item 1) A copy of an email dated May 22, 2003 with Subject: Re: AOL0091 draft 
comments needed, which a request for review by Conor Cahlll, Edwin Aoki, J. 
Canriere and David Wexelblat. 

5 

Attached to the email are documents, including a draft of the Specification with 
Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091 .App.VI 4.15.03.doc; and 

10 

Item 3) Application Drawings Draft Document, AOL0091 .Dwgs.vl .pdf . 
Exhibit F. 

May 22, 2003 and June 1 1 , 2003: 

15 

Item 1) A copy of an email dated June 1 1 , 2003 with Subject: Re: AOL0091 draft 
review, 2nd request, which a request for review by Conor Cahill, Edwin Aoki, J. 
Carriere and David Wexelblat. • 

20 Item 2) Aftached to the email of Item 1 Is the appended Email with Aftached 
Documents of Exhibit E, comprising: 

Item 3) Application Draft Document, 'AOL0091. App.VI 4.15.03.doc; and 
25 Item 4) Application Drawings Draft Document, AOL0091 .Dwgs.vl .pdf. 

Exhibit G. 

July 17, 2003: 

30 Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
Due ASAP!; 
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Email refers to review of Application draft, with comments provided by David Eli 
Wexelblat. 

Exhibit H. 

5 July 21, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
Due ASAP I; 

10 Ernail refers to review of Application draft and comments provided by Norihiro 
Edwin Aoki. 

Attached to the email was the following document: 
15 Item 2) Application Draft Redline Document 'AOL0091 .App.VI 4.15.03 EA'. 



Exhibit I. 

July 23, 2003: 

20 Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
Due ASAP!; 

Email refers to the forwarding of comments from Edwin Aoki and David 
Wexelblat for incorporation into Application, and submission of inventor 
25 information for formal documents. 

Exhibit J. 

July 23, 2003: 



30 Item 1) A copy of an email with Subject: Re: AOL0091 Signature Forms!; 
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Email refers to identification of Chris Toomey as an inventor, attached signature 
form, and an attached Application for review by Chris Toonney. 

Attached to the email are the following documents: 

5 

Item 2) Assignment.doc; and 
Item 3) Dec:POA.doc. 

10 Exhibit K. 

August 14, 2003: 

Item 1) A copy of an email dated August 14, 2003 with Subject: AOL0091 
Second Patent Draft for Comments ASAP, 

15 

with a request for review by Conor Cahill, Edwin Aoki, David Wexelblat and 
Jeromy Carriere. 

Attached to the email are documents, including a draft of the Specification with 
20 Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091.App.V2.8.1 4.03.doc; and 

Item 3} Application Drawings Draft Document, AOL0091.Dwgs.v2.pdf. 

25 

Exhibit L. 

August 14, 2003: 

Item 1) A copy of an email dated August 14, 2003 with Subject: Re: AOL0091 
30 Second Patent Draft for Comments ASAP; 
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Wherein Edwin Aoki notes that he forwarded the request (of Exhibit K) to Jim 
Roskind & Chris Toomey. 

Exhibit M. 

5 August 29, 2003: 

Item 1) A copy of an email with Subject: AOL0091 - Final Draft for Filing & 
Inventor Disclosure Form; 

10 Email refers to pending delivery of formal drawings, and documents attached to 
the email, including the Application and an inventor Disclosure form. 

Also attached to the email is email confirmation for approval to file from Conor 
Cahill to Applicant's representative, Don Hendricks, from an email of 08/29/03 
15 with Subject: Re: AOL0091 Fourth Draft of Figures for Comments ASAP. 

5. I am one of the inventors that used each of the attached documents shown in 
Exhibits A, E, F, H, J, and K. Exhibit A, Items 2 and 3; Exhibit E. Items 2 and 3; 
and Exhibit F, Items 3 and 4 contain a description of exemplary embodiments of 

20 the invention. Exhibit A, Items 2 and 3; Exhibit E, Items 2 and 3; and Exhibit F, 
Items 3 and 4 were created before June 26, 2003 and show a conception date of 
the invention prior to both the effective date of July 25, 2003 for Reference (a) 
and before the effective date of June 26, 2003 of Reference (b). 

25 Exhibit H, Item 2 also contains a description of exemplary embodiments of the 
invention, and was created before the effective date of July 25, 2003 for 
Reference (a). 

Exhibits A - M establish due diligence from conception prior to the prior art of 
30 reference to the filing of the patent application. 

6. The above-cited application was subsequently filed on 02 October 2003. 
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7. i hereby acknowledge that willful false statements and the like are punishable 
by fine or Imprisonment, or both (18 U.S.C. 1001) and may jeopardize the validity 
of my application or any patent issuing thereon. All statements made of my own 
5 knowledge are true and all statements made on information or beliefs are 
believed to be true. 



10 Michael A. Glenn 
Attorney 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
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In re Application of: Cahill et al. 
Serial No.: 10/678,910 
Filed: 02 October 2003 

Title: Identity Based Service System 



26 September 2006 

1 5 Assistant Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Docket No.: AOL0091 
Art Unit: 2131 
Examiner: Chen, Shin Hon 



Declaration, of Prior Invention to Overcome 
Cited Patent or Publication Pursuant to 37 CFR 1.131 



1. My name is Conor Cahill. 
25 2. I have reviewed the following documents cited by the Examiner: 

(a) Bhatnagar et al. (U. S. Pub. No. 20050021964 A1); and 

(b) Rozmus et al. (U.S. Pub. No. 20040267870). 

30 3. The earliest effective priority date of above-mentioned reference (a) is July 
25, 2003. The earliest effective priority date of above-mentioned reference (b) is 
June 26, 2003. The conception of the claimed subject matter of my invention 
occurred prior to the specified dates of said reference (a) and reference (b), and 
was coupled with due diligence from prior to said reference dates to the filing of 

35 the above mentioned application. In support of this, I have attached the 
following documents. Exhibits A-M below. Neither reference claims the same 
subject matter as that claimed in my parent application. 
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Namely, Exhibits A-M, spanning the date from (4/03) to (10/03), Le. predating 
abovef mentioned reference (a) and (b), establish conception and due diligence 
of Claim 1 because such exhibits show a system, comprising: 
5 at least one first entity comprising any of a user, a user agent and a 

principal; 

an authentication agency; 

means for sending a login request from the first entity to the authentication 
agency; 

10 means for receiving an assertion at the first entity from the authentication 

agency in response to the log in request; 

means for authenticating the first entity at a participant with the received 
assertion; 

means for sending a request for a service on behalf of the first entity from 
15 a second entity comprising any of the participant and a service consumer 
associated with the participant to any of the authentication agency and a 
discovery service associated with the authentication agency, using the assertion; 
and 

means for an sending an authorization from the authentication agency to 
20 the second entity for the requested service in response to the sent request if the 
principal is enabled for the requested service. 

Exhibits A-M, spanning the date from (4/03) to (10/03), Le, predating above 
mentioned reference (a) and (b), also establish conception and due diligence of 
25 Claim 1 1 because exhibits show a system, comprising: 

an authentication agency for authenticating at least one first entity 
comprising any of a user, a user agent and a principal, and for sending 
assertions to the first entities; and 

at least one second entity comprising 
30 means for receiving the assertions from the first entities, 

means for authenticating the first entities at the second entity with 
the received assertions, 
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means for sending requests for service on behalf of the first entities 
to any of the authentication agency and a discovery service associated 
with the authentication agency, using the received authentication 
information from said first entities, 
5 means for receiving authorizations sent from the authentication 

agency in response to the sent requests if the first entities are enabled for 
the requested services; and 

means for invoking the requested authorized services with the received 
authorizations. 

10 

Furthermore, Exhibits A-M, spanning the date from (4/03) to (10/03), /.e. 
predating above mentioned reference (a) and (b), also establish conception and 
due diligence of Claim 23, because exhibits show a system, comprising: 

sending a login request from a first entity to an authentication agency, the 
15 first entity comprising any of a user, a user agent and a principal; 

receiving an assertion at the first entity from the authentication agency in 
response to the log in request; 

authenticating at a participant through the first entity with the received 
assertion; 

20 sending a request for a service on behalf of the principal from a second 

entity comprising any of the participant and a service consumer associated with 
the participant to any of the authentication agency and a discovery service 
associated with the authentication agency, using the assertion; and 

sending an authorization from the authentication agency to the second 

25 entity for the requested service in response to the sent request if the first entity is 
enabled for the requested service. 

In addition, Exhibits A-M, spanning the date from (4/03) to (10/03), /.e. predating 
above mentioned reference (a) and (b), also establish conception and due 
30 diligence of Claim 33, because exhibits show a process, comprising the steps of: 
providing an authentication agency networked to a service; 
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establishing an identity at the authentication agency for a first entity 
comprising any of a user, a user agent and a principal; 

sending authentication information from the authentication agency to the 
first entity; 

5 authenticating the first entity at a participant with the authentication 

information; 

sending a request for a service on behalf of the principal from a second 
entity comprising any of the participant and a service consumer associated with 
the participant to any of the authentication agency and a discovery service 
1 0 associated with the authentication agency; 

sending an authorization from the authentication agency to the second 
entity to access the service on behalf of the first entity if the first entity is enabled 
for the service by the authentication agency; and 

establishing a link between the second entity and the service, based upon 
15 the authorization. 

Support for Claims 1, 11, 23 and 33 is seen in Exhibit A, throughout the draft of 
the Summary, Specification and Claims of Exhibit A, Item 2, as seen at least on 
page 4, lines 8-14 (Summary); on page 5, line 30, to page 9, line 23; in Claims 1, 
20 11, 22 and 32; and in Figures 1-6, 9 and 11-16 of Exhibit A, Item 3, wherein a 
first entity comprises at least any of a user and a principal, and an identity 
provider 14 acts as an authentication agency. 

4. The Exhibits, 

25 

It should be appreciated that some of the documents listed hereinbelow show 
the date on which they were printed, wherein the date reflects the printed date 
and not the date of creation of the document. 

30 Exhibit A, 

May 14,2003: 
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Item 1) A copy of an email with Subject: Re: AOL0091 draft comments 
needed, which includes a request for identification of inventors to "get the 
drafts out for review". 

5 Attached to the email are documents, including a draft of the Specification 
with Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091 .App.VI 4.15.03.doc; and 
10 Item 3) Application Drawings Draft Document, Dwgs 5.1 S.OS.vl .pdf . 

Exhibit B. 

May 15, 2003: 

15 Item 1) A copy of an email with Subject: Here you go!!!, which includes 
contact information for at least one inventor 

Exhibit C. 

May 15. 2003: 

20 

Item 1) A copy of an email with Subject: Re: AOL0091 draft comments needed, 
which includes coordination with identification of possible inventors. 

Exhibit D. 

25 May 15, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 draft comments needed, 
which includes contact infomnation for possible inventors. 

30 Exhibit E. 

May 22, 2003: 
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Item 1) A copy of an email dated May 22, 2003 with Subject: Re: AOL0091 draft 
comments needed, which a request for review by Conor Cahill, Edwin Aoki, J. 
Carriere and David Wexelblat. 

5 Attached to the email are documents, including a draft of the Specification with 
Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091 .App.VI 4.15.03.doc; and 
1 0 Item 3) Application Drawings Draft Document, AOL0091 .Dwgs.vl .pdf . 
Exhibit F. 

May 22, 2003 and June 1 1 , 2003: 

15 Item 1) A copy of an email dated June 1 1 , 2003 with Subject: Re: AOL0091 draft 
review, 2nd request, which a request for review by Conor Cahill, Edwin Aoki, J. 
Carriere and David Wexelblat. 

Item 2) Attached to the email of Item 1 is the appended Email with Attached 
20 Documents of Exhibit E, comprising: 

Item 3) Application Draft Document, 'AOL0091. App.VI 4.15.03.doc; and 

Item 4) Application Drawings Draft Document, AOL0091.Dwgs.v1.pdf. 

25 

Exhibit G. 

July 17, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
30 Due ASAP!; 
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Email refers to review of Application draft, with comments provided by David Ell 
Wexelblat. 

Exhibit H. 

5 July 21, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
Due ASAP!; 

10 Email refers to review of Application draft and comments provided by Norihiro 
Edwin Aoki. 

Attached to the email was the following document: 
15 Item 2) Application Draft Redline Document 'AOL0091.App.V1 4.15.03 EA'. 

Exhibit I. 

July 23. 2003: 

20 Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
Due ASAP!; 



Email refers to the forwarding of comments from Edwin Aoki and David 
Wexelblat for incorporation into Application, and submission of inventor 
25 information for fomnal documents. 

Exhibit J. 

July 23, 2003: 



30 Item 1) A copy of an email with Subject: Re: AOL0091 Signature Forms!; 
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Email refers to identification of Chris Toomey as an inventor, attached signature 
form, and an attached Application for review by Chris Toomey. 

Attached to the email are the following documents: 

5 

Item 2) Assignment.doc; and 
Item 3) Dec:POA.doc. 

10 Exhibit K. 

August 14, 2003: 

Item 1) A copy of an email dated August 14, 2003 with Subject: AOL0091 
Second Patent Draft for Comments ASAP, 

15 

with a request for review by Conor Cahill, Edwin Aoki, David Wexelblat and 
Jerorhy Camere. 

Attached to the email are documents, including a draft of the Specification with 
20 Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091.App.V2.8.1 4.03.doc; and 

Item 3) Application Drawings Draft Document, AOL0091 .Dwgs.v2.pdf. 

25 

Exhibit L. 

August 14, 2003: 

Item 1) A copy of an email dated August 14, 2003 with Subject: Re: AOL0091 
30 Second Patent Draft for Comments ASAP; 
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Wherein Edwin Aoki notes that he fonA/arded the request (of Exhibit K) to Jim 
Roskind & Chris Toomey. 

Exhibit M. 

5 August 29, 2003: 

Item 1) A copy of an email with Subject: AOL0091 - Final Draft for Filing & 
Inventor Disclosure Fomri; 

10 Email refers to pending delivery of fomnal drawings, and documents attached to 
the email, including the Application and an Inventor Disclosure form. 

Also attached to the email is email confirmation for approval to file from Conor 
Cahill to Applicant's representative, Don Hendricks, from an email of 08/29/03 
15 with Subject: Re: AOL0091 Fourth Draft of Figures for Comments ASAP. 

5. I am one of the inventors that used each of the attached documents shown in 
Exhibits A, E, F, H, J, and K. Exhibit A, Items 2 and 3; Exhibit E, Items 2 and 3; 
and Exhibit F, Items 3 and 4 contain a description of exemplary embodiments of 

20 the invention. Exhibit A, Items 2 and 3; Exhibit E, Items 2 and 3; and Exhibit F, 
Items 3 and 4 were created before June 26, 2003 and show a conception date of 
the invention prior to both the effective date of July 25, 2003 for Reference (a) 
and before the effective date of June 26, 2003 of Reference (b). 

25 Exhibit H, Item 2 also contains a description of exemplary embodiments of the 
invention, and was created before the effective date of July 25, 2003 for 
Reference (a). 

Exhibits A - M establish due diligence from conception prior to the prior art of 
30 reference to the filing of the patent application. 

6. The above-cited application was subsequently filed on 02 October 2003. 
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7. I hereby acknowledge that willful false statements and the like are punishable 
by fine or Imprisonment, or both (18 U.S.C. 1001) and may jeopardize the validity 
of my application or any patent issuing thereon. All statements made of my own 
5 knowledge are true and all statements made on information or beliefs are 
believed to be true. 
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Conor Cahill 



Date 



Declarant 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

5 In re Application of: Cahilletal. Docket No.: AOL0091 

Serial No.: 10/678,910 Art Unit: 2131 

Filed: 02 October 2003 Examiner: Chen, Shin Hon 

Title: Identity Based Service System 

18 October 2006 

1 5 Assistant Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Declaration of Prior Invention to Overcome 

20 Cited Patent or Publication Pursuant to 37 CFR 1.131 - Michael A. Glenn for 

Christopher Newell Toomey 

1. IVIy name is Michael A. Glenn. I am the registered attorney duly appointed by 
25 the inventors of the invention in the subject patent application. 

2. I have reviewed the following documents cited by the Examiner: 

(a) Bhatnagar et al. (U. S. Pub. No. 20050021964 A1); and 
30 (b) Rozmus et al. (U.S. Pub. No. 20040267870). 

3. The earliest effective priority date of above-mentioned reference (a) is July 
25, 2003. The earliest effective priority date of above-mentioned reference (b) is 
June 26, 2003. The conception of the claimed subject matter of the invention 

35 occurred prior to the specified dates of said reference (a) and reference (b), and 
was coupled with due diligence from prior to said reference dates to the filing of 
the above mentioned application. In support of this, attached are the following 
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documents. Exhibits A-M below. Neither reference claims the same subject 
matter as that claimed in the parent application. 

Namely, Exhibits A-M, spanning the date from (4/03) to (10/03), /.e. predating 
5 above mentioned reference (a) and (b), establish conception and due diligence 
of Claim 1 because such exhibits show a system, comprising: 

at least one first entity comprising any of a user, a user agent and a 
principal; 

an authentication agency; 
10 means for sending a login request from the first entity to the authentication 

agency; 

means for receiving an assertion at the first entity from the authentication 
agency in response to the log in request; 

means for authenticating the first entity at a participant with the received 
15 assertion; 

means for sending a request for a service on behalf of the first entity from 
a second entity comprising any of the participant and a service consumer 
associated with the participant to any of the authentication agency and a 
discovery service associated with the authentication agency, using the assertion; 
20 and 

means for an sending an authorization from the authentication agency to 
the second entity for the requested service in response to the sent request if the 
principal is enabled for the requested service. 

25 Exhibits A-M, spanning the date from (4/03) to (10/03), /.e. predating above 
mentioned reference (a) and (b), also establish conception and due diligence of 
Claim 1 1 because exhibits show a system, comprising: 

an authentication agency for authenticating at least one first entity 
comprising any of a user, a user 'agent and a principal, and for sending 
30 assertions to the first entities; and 

at least one second entity comprising 

means for receiving the assertions from the first entities. 
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means for authenticating the first entities at the second entity with 
the received assertions, 

means for sending requests for service on behalf of the first entities 
to any of the authentication agency and a discovery service associated 
5 with the authentication agency, using the received authentication 

information from said first entities, 

means for receiving authorizations sent from the authentication 
agency in response to the sent requests if the first entities are enabled for 
the requested services; and 
10 means for invoking the requested authorized services with the received 

authorizations. 

Furthermore, Exhibits A-M, spanning the date from (4/03) to (10/03), i.e. 
predating above mentioned reference (a) and (b), also establish conception and 
15 due diligence of Claim 23, because exhibits show a system, comprising: 

sending a login request from a first entity to an authentication agency, the 
first entity comprising any of a user, a user agent and a principal; 

receiving an assertion at the first entity from the authentication agency in 
response to the log in request; 
20 authenticating at a participant through the first entity with the received 

assertion; 

sending a request for a service on behalf of the principal from a second 
entity comprising any of the participant and a service consumer associated with 
the participant to any of the authentication agency and a discovery service 
25 associated with the authentication agency, using the assertion; and 

sending an authorization from the authentication agency to the second 
entity for the requested service in response to the sent request if the first entity is 
enabled for the requested service. 

30 In addition, Exhibits A-M, spanning the date from (4/03) to (10/03), i.e. predating 
above mentioned reference (a) and (b), also establish conception and due 
diligence of Claim 33, because exhibits show a process, comprising the steps of: 
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providing an authentication agency networked to a service; 
establishing an identity at the authentication agency for a first entity 
comprising any of a user, a user agent and a principal; 

sending authentication infomnation from the authentication agency to the 
5 first entity; 

authenticating the first entity at a participant with the authentication 
information; 

sending a request for a service on behalf of the principal from a second 
entity comprising any of the participant and a service consumer associated with 
10 the participant to any of the authentication agency and a discovery service 
associated with the authentication agency; 

sending an authorization from the authentication agency to the second 
entity to access the service on behalf of the first entity if the first entity is enabled 
for the service by the authentication agency; and 
15 establishing a link between the second entity and the service, based upon 

the authorization. 

Support for Claims 1, 11, 23 and 33 is seen in Exhibit A, throughout the draft of 
the Summary, Specification and Claims of Exhibit A, Item 2, as seen at least on 
20 page 4, lines 8-14 (Summary); on page 5, line 30, to page 9, line 23; in Claims 1 , 
11, 22 and 32; and in Figures 1-6, 9 and 11-16 of Exhibit A, Item 3, wherein a 
first entity comprises at least any of a user and a principal, and an identity 
provider 14 acts as an authentication agency. 

25 4. The Exhibits. 

It should be appreciated that some of the documents listed hereinbelow show 
the date on which they were printed, wherein the date reflects the printed date 
and not the date of creation of the document. 

30 

Exhibit A. 

May 14, 2003: 
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Item 1) A copy of an email with Subject: Re: AOL0091 draft comments 
needed, which includes a request for identification of inventors to "get the 
drafts out for review". 

5 

Attached to the email are documents, including a draft of the Specification 
with Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091.App.V1 4.15.03.doc; and 

10 

Item 3) Application Drawings Draft Document, Dwgs 5.1 3.03.v1 .pdf . 

Exhibit B. 

May 15, 2003: 

15 

Item 1) A copy of an email with Subject: Here you go!!!, which includes 
contact information for at least one inventor 

Exhibit C. 

20 May 15, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 draft comments needed, 
which includes coordination with identification of possible inventors. 

25 Exhibit D. 

May 15, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 draft comments needed, 
which includes contact infomiation for possible inventors. 

30 

Exhibit E. 

May 22, 2003: 
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Item 1) A copy of an email dated May 22, 2003 with Subject: Re: AOL0091 draft 
comments needed, which a request for review by Conor Cahlll, Edwin Aoki, J. 
Canriere and David Wexelblat. 

5 

Attached to the email are documents, including a draft of the Specification with 
Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091 .App.VI 4.15.03.doc; and 

10 

Item 3) Application Drawings Draft Document, AOL0091.Dwgs.v1.pdf. 
Exhibit F. 

May 22, 2003 and June 1 1 , 2003: 

15 

Item 1) A copy of an email dated June 1 1 , 2003 with Subject: Re: AOL0091 draft 
review, 2nd request, which a request for review by Conor Cahill, Edwin Aoki, J. 
Camere and David Wexelblat. 



20 Item 2) Attached to the email of Item 1 is the appended Email with Attached 
Documents of Exhibit E, comprising: 

Item 3) Application Draft Document, 'AOL0091 .App.VI 4.15.03.doc; and 
25 Item 4) Application Drawings Draft Document, AOL0091 .Dwgs.vl .pdf . 

Exhibit G. 

July 17, 2003: 

30 Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
Due ASAPI; 
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Email refers to review of Application draft, with comments provided by David Eli 
Wexelblat. 

Exhibit H. 

5 July 21, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
Due ASAP!; 

10 Email refers to review of Application draft and comments provided by Norihiro 
Edwin Aoki. 

Attached to the email was the following document: 
15 Item 2) Application Draft Redline Document 'AOL0091 .App.VI 4.15.03 EA'. 

Exhibit i. 

July 23, 2003: 

20 Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft ''Comments 
Due ASAP!; 

Email refers to the fon/varding of comments from Edwin Aoki and David 
Wexelblat for incorporation into Application, and submission of inventor 
25 information for formal documents. 

Exhibit J. 

July 23, 2003: 

30 Item 1) A copy of an email with Subject: Re: AOL0091 Signature Forms!; 
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Email refers to identification of Cliris Toomey as an inventor, attaciied signature 
fornfi, and an attached Application for review by Chris Toomey. 

Attached to the email are the following documents: 

5 

Item 2) Assignment.doc; and 
Item 3) Dec:POA.doc. 

10 Exhibit K. 

August 14, 2003: 

Item 1) A copy of an email dated August 14, 2003 with Subject: AOL0091 
Second Patent Draft for Comments ASAP, 

15 

with a request for review by Conor Cahill, Edwin Aoki, David Wexelblat and 
Jeromy Carriere. 

Attached to the email are documents, including a draft of the Specification with 
20 Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091.App.V2.8.14.03.doc; and 

Item 3) Application Drawings Draft Document, AOL0091.Dwgs.v2.pdf. 

Exhibit L. 

August 14, 2003: 

Item 1) A copy of an email dated August 14, 2003 with Subject: Re: AOL0091 
30 Second Patent Draft for Comments ASAP; 
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Wherein Edwin Aoki notes that he forwarded the request (of Exhibit K) to Jim 
Rosl<ind & Chris Toomey. 

Exhibit M. 

5 August 29, 2003: 

Item 1) A copy of an email with Subject: AOL0091 - Final Draft for Filing & 
Inventor Disclosure Form; 

10 Email refers to pending delivery of formal drawings, and documents attached to 
the email, including the Application and an Inventor Disclosure form. 

Also attached to the email is email confirmation for approval to file from Conor 
Cahill to Applicant's representative, Don Hendricks, from an email of 08/29/03 
1 5 with Subject: Re: AOL0091 Fourth Draft of Figures for Comments ASAP. 

5. I am one of the inventors that used each of the attached documents shown in 
Exhibits A, E. F, H, J, and K. Exhibit A, Items 2 and 3; Exhibit E. Items 2 and 3; 
and Exhibit F, Items 3 and 4 contain a description of exemplary embodiments of 

20 the invention. Exhibit A, Items 2 and 3; Exhibit E, Items 2 and 3; and Exhibit F, 
Items 3 and 4 were created before June 26, 2003 and show a conception date of 
the invention prior to both the effective date of July 25, 2003 for Reference (a) 
and before the effective date of June 26, 2003 of Reference (b). 

25 Exhibit H, Item 2 also contains a description of exemplary embodiments of the 
invention, and was created before the effective date of July 25, 2003 for 
Reference (a). 

Exhibits A - M establish due diligence from conception prior to the prior art of 
30 reference to the filing of the patent application. 

6. The above-cited application was subsequently filed on 02 October 2003. 
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7. I hereby acknowledge that willful false statements and the like are punishable 
by fine or imprisonment, or both (18 U.S.C. 1001) and may jeopardize the validity 
of my application or any patent issuing thereon. All statements made of my own 
5 knowledge are true and all statements made on information or beliefs are 
believed to be true. 
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Michael A. Glenn 




Attorney 
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STATES PATENT AMD TRADEMARK OFFICE 



5 In re Application of : Cahill et al. Docket No.: AOL0091 

Serial No.: 10/678,910 Art Unit: 2131 

Filed: 02 October 2003 Examiner: Chen, Shin IHon 

10 

Title: Identity Based Service System 

26 September 2006 

1 5 Assistant Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Declaration of Prior Invention to Overcome 
20 Cited Patent or Publication Pursuant to 37 CFR 1.131 



1. l\/ly name is Norihiro Edwin Aol(i. 
25 2. I have reviewed the following documents cited by the Examiner: 

(a) Bhatnagar et al. (U. S. Pub. No. 20050021964 Al); and 

(b) Rozmus et al. (U.S. Pub. No. 20040267870). 

30 3. The earliest effective priority date of above-mentioned reference (a) is July 25, 
2003. The earliest effective priority date of above-mentioned reference (b) is June 
26, 2003. The conception of the claimed subject matter of my invention occurred 
prior to the specified dates of said reference (a) and reference (b), and was coupled 
with due diligence from prior to said reference dates to the filing of the above 

35 mentioned application. In support of this, I have attached the following documents, 
Exhibits A-M below. Neither reference claims the same subject matter as that 
claimed in my parent application. 
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Namely, Exhibits A-M, spanning the date from (4/03) to (10/03), i.e. predating 
above mentioned reference (a) and (b), establish conception and due diligence of 
Claim 1 because such exhibits show a system, comprising: 

at least one first entity comprising any of a user, a user agent and a principal; 
5 an authentication agency; 

means for sending a login request from the first entity to the authentication 
agency; 

means for receiving an assertion at the first entity from the authentication 
agency in response to the log in request; 
10 means for authenticating the first entity at a participant with the received 

assertion; 

means for sending a request for a service on behalf of the first entity from a 
second entity comprising any of the participant and a service consumer associated 
with the participant to any of the autiientication agency and a discovery service 
1 5 associated with the authentication agency, using the assertion; and 

means for an sending an authorization from the authentication agency to the 
second entity for the requested service in response to the sent request if the 
principal is enabled for the requested service. 

20 Exhibits A-M, spanning the date from (4/03) to (10/03), i.e. predating above 
mentioned reference (a) and (b), also establish conception and due diligence of 
Claim 1 1 because exhibits show a system, comprising: 

an authentication agency for authenticating at least one first entity comprising 
any of a user, a user agent and a principal, and for sending assertions to the first 
25 entities; and 

at least one second entity comprising 

means for receiving the assertions from the first entities, 
means for authenticating the first entities at the second entity with the 
received assertions, 

30 means for sending requests for service on behalf of the first entities to 

any of the autiientication agency and a discovery service associated with tiie 
authentication agency, using the received authentication information from said 
first entities, 

means for receiving authorizations sent from the authentication agency 
35 in response to the sent requests if the first entities are enabled for the 

requested services; and 
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means for invoking the requested authorized services with the received 
authorizations. 

Furthermore, Exhibits A-IVi, spanning the date from (4/03) to (10/03), /.a predating 
5 above mentioned reference (a) and (b), also establish conception and due diligence 
of Claim 23, because exhibits show a system, comprising: 

sending a login request from a first entity to an authentication agency, the first 
entity comprising any of a user, a user agent and a principal; 

receiving an assertion at the first entity from the authentication agency in 
1 0 response to the log in request; 

authenticating at a participant through the first entity with the received assertion; 

sending a request for a service on behalf of the principal from a second entity 
comprising any of the participant and a service consumer associated with the 
participant to any of the authentication agency and a discovery service associated 
1 5 with the authentication agency, using the assertion; and 

sending an authorization from the authentication agency to the second entity 
for the requested service in response to the sent request if the first entity is enabled 
for the requested service. 

20 In addition, Exhibits A-M, spanning the date from (4/03) to (10/03), /.e. predating 
above mentioned reference (a) and (b), also establish conception and due diligence 
of Claim 33, because exhibits show a process, comprising the steps of: 
providing an authentication agency networked to a service; 
establishing an identity at the authentication agency for a first entity comprising 
25 any of a user, a user agent and a principal; 

sending authentication information from the authentication agency to the first 

entity; 

authenticating the first entity at a participant with the authentication information; 
sending a request for a service on behalf of the principal from a second entity 
30 comprising any of the participant and a service consumer associated with the 
participant to any of the authentication agency and a discovery service associated 
with the authentication agency; 

sending an authorization from the authentication agency to the second entity to 
access the service on behalf of the first entity if the first entity is enabled for the 
35 service by the authentication agency; and 
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establishing a link between the second entity and the service, based upon 
the authorization. 

Support for Claims 1 , 1 1 , 23 and 33 is seen in Exhibit A, throughout the draft of the 
5 Summary, Specification and Claims of Exhibit A, Item 2, as seen at least on page 4, 
lines 8-14 (Summary); on page 5, line 30, to page 9, line 23; in Claims 1, 11, 22 
and 32; and in Figures 1-6, 9 and 1 1-16 of Exhibit A, Item 3, wherein a first entity 
comprises at least any of a user and a principal, and an identity provider 14 acts as 
an authentication agency. 

10 

4. The Exhibits. 

It should be appreciated that some of the documents listed hereinbelow show the 
date on which they were printed, wherein the date reflects the printed date and not 
1 5 the date of creation of the document. 

Exhibit A. 
May 14, 2003: 

20 Item 1 ) A copy of an email with Subject: Re: AOL0091 draft comments needed, 
which includes a request for identification of inventors to "get the drafts out for 
review". 

Attached to the email are documents, including a draft of the Specification with 
25 Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091 .App.VI 4.15.03.doc; and 

Item 3) Application Drawings Draft Document, Dwgs 5.13.03.v1.pdf'. 

30 

Exhibit B. 
May 15, 2003: 

Item 1) A copy of an email with Subject: Here you go!!!, which includes contact 
35 information for at least one inventor 
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Exhibit C. 
May 15, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 draft comments needed, 
5 which includes coordination with identification of possible inventors. 

Exhibit D. 
May 15, 2003: 

10 Item 1) A copy of an email with Subject: Re: AOL0091 draft comments needed, 
which includes contact information for possible inventors. 

Exhibit E. 
May 22, 2003: 

15 

Item 1) A copy of an email dated May 22, 2003 with Subject: Re: AOL0091 draft 
comments needed, which a request for review by Conor Cahill, Edwin Aoki, J. 
Carriere and David Wexelblat. 

20 Attached to the email are documents, including a draft of the Specification with Claims 
and Drawings: 

Item 2) Application Draft Document, 'AOL0091.App.V1 4.15.03.doc; and 
25 Item 3) Application Drawings Draft Document, AOL0091 .Dwgs.vl .pdf '. 
Exhibit F. 

May 22, 2003 and June 1 1 , 2003: 

30 Item 1) A copy of an email dated June 1 1 , 2003 with Subject: Re: AOL0091 draft 
review, 2nd request, which a request for review by Conor Cahill, Edwin Aoki, J. 
Carriere and David Wexelblat. 

Item 2) Attached to the email of Item 1 is the appended Email with Attached 
35 Documents of Exhibit E, comprising: 
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Item 3) Application Draft Document, 'AOL0091 .App.VI 4.15.03.doc; and 

Item 4) Application Drawings Draft Document, AOL0091.Dwgs.v1.pdf'. 

5 Exhibit G. 
July 17, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
Due ASAPI; 

10 

Email refers to review of Application draft, with comments provided by David Bi 
Wexelbiat. 

Exiiibit H. 
15 July 21. 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
Due ASAPI; 

20 Email refers to review of Application draft and comments provided by Norihiro 
Edwin Aoki. 

Attached to the email was the following document: 

25 Item 2) Application Draft Redline Document 'AOL0091 .App.VI 4.15.03 EA'. 

Exhibit 1. 
July 23. 2003: 

30 Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft ^Comments 
Due ASAPI; 

Email refers to the forwarding of comments from Edwin Aoki and David Wexelbiat 
for incorporation into Application, and submission of inventor information for formal 
35 documents. 
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Exhibit J. 
July 23, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 Signature Forms!; 

5 

Email refers to identification of Ciiris Toomey as an inventor, attached signature form, 
and an attached Application for review by Chris Toomey. 

Attached to the email are the following documents: 

10 

Item 2) Assignment.doc; and 

Item 3) Dec:POA.doc. 

15 Exhibit K. 

August 14, 2003: 

Item 1 ) A copy of an email dated August 14, 2003 with Subject: AOL0091 Second 
Patent Draft for Comments ASAP, 

20 

with a request for review by Conor Cahill, Edwin Aoki, David Wexelblat and 
Jeromy Carriere. 

Attached to the email are documents, including a draft of the Specification with Claims 
25 and Drawings: 

Item 2) Application Draft Document, 'AOL0091 .App.V2.8.1 4.03.doc; and 

Item 3) Application Drawings Draft Document, AOL0091 .Dwgs. v2.pdf'. 

30 

Exhibit L. 
August 14, 2003: 

Item 1) A copy of an email dated August 14, 2003 with Subject: Re: AOL0091 
35 Second Patent Draft for Comments ASAP; 
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Wherein Edwin Aol<i notes that he forwarded the request (of Exhibit K) to Jim 
Roskind & Chris Toomey. 

Exhibit M. 
5 August 29, 2003: 

Item 1 ) A copy of an email with Subject: AOL0091 - Rnal Draft for Filing & Inventor 
Disclosure Form; 

10 Email refers to pending delivery of formal drawings, and documents attached to the 
email, including the Application and an Inventor Disclosure form. 

Also attached to the email is email confimiation for approval to file from Conor Cahill 
to Applicant's representative, Don Hendricks, from an email of 08/29/03 with 
1 5 Subject: Re: AOL0091 Fourth Draft of Figures for Comments ASAP. 

5. I am one of the inventors that used each of the attached documents shown in 
Exhibits A, E, F, H, J, and K. Exhibit A, Items 2 and 3; Exhibit E, Items 2 and 3; 
and Exhibit F, Items 3 and 4 contain a description of exemplary embodiments of the 

20 invention. Exhibit A, Items 2 and 3; Exhibit E, Items 2 and 3; and Exhibit F, Items 3 
and 4 were created before June 26, 2003 and show a conception date of the 
invention prior to both the effective date of July 25, 2003 for Reference (a) and 
before the effective date of June 26, 2003 of Reference (b). 

25 Exhibit H, Item 2 also contains a description of exemplary embodiments of the 
invention, and was created before the effective date of July 25, 2003 for Reference 
(a). 

Exhibits A - M establish due diligence from conception prior to the prior art of 
30 reference to the filing of the patent application. 

6. The above-cited application was subsequently filed on 02 October 2003. 

7. I hereby acknowledge that willful false statements and the like are punishable b y 
35 fine or imprisonment, or both (18 U.S.C. 1001) and may jeopardize the validity of 

my application or any patent issuing thereon. All statements made of my own 
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knowledge are true and all statements made on information or beliefs are believed 
to be true. 



Norihiro Edwin Aoki Date 
Declarant 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: Cahill et ai. 
Serial No.: 10/678,910 
Filed: 02 October 2003 

Title: Identity Based Service System 



26 September 2006 

1 5 Assistant Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Docket No.: AOL0091 
Art Unit: 2131 
Examiner: Chen, Shin Hon 
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Declaration of Prior invention to Overcome 
Cited Patent or Publication Pursuant to 37 CFR 1.131 



1. My name is David Eli Wexelblat. 
25 2. I have reviewed the following documents cited by the Examiner: 

(a) Bhatnagar et al. (U. S. Pub. No. 20050021964 AI); and 

(b) Rozmus et al. (U.S. Pub. No. 20040267870). 

30 3. The earliest effective priority date of above-mentioned reference (a) is July 
25, 2003. The earliest effective priority date of above-mentioned reference (b) is 
June 26, 2003. The conception of the claimed subject matter of my invention 
occurred prior to the specified dates of said reference (a) and reference (b), and 
was coupled with due diligence from prior to said reference dates to the filing of 

35 the above mentioned application. In support of this, I have attached the 
following documents, Exhibits A-M below. Neither reference claims the same 
subject matter as that claimed in my parent application. 
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Namely, Exhibits A-M, spanning the date from (4/03) to (10/03), i.e. predating 
above mentioned reference (a) and (b), establish conception and due diligence 
of Claim 1 because such exhibits show a system, comprising: 
5 at least one first entity comprising any of a user, a user agent and a 

principal; 

an authentication agency; 

means for sending a login request from the first entity to the authentication 
agency; 

10 means for receiving an assertion at the first entity from the authentication 

agency in response to the log in request; 

means for authenticating the first entity at a participant with the received 
assertion; 

means for sending a request for a service on behalf of the first entity from 
15 a second entity comprising any of the participant and a service consumer 
associated with the participant to any of the authentication agency and a 
discovery service associated with the authentication agency, using the assertion; 
and 

means for an sending an authorization from the authentication agency to 
20 the second entity for the requested service in response to the sent request if the 
principal is enabled for the requested service. 

Exhibits A-M, spanning the date from (4/03) to (10/03), i.e. predating above 
mentioned reference (a) and (b), also establish conception and due diligence of 
Claim 1 1 because exhibits show a system, comprising: 

an authentication agency for authenticating at least one first entity 
comprising any of a user, a user agent and a principal, and for sending 
assertions to the first entities; and 

at least one second entity comprising 

means for receiving the assertions from the first entities, 
means for authenticating the first entities at the second entity with 
the received assertions, 
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means for sending requests for service on behalf of the first entities 
to any of the authentication agency and a discovery service associated 
with the authentication agency, using the received authentication 
information from said first entities, 
5 means for receiving authorizations sent from the authentication 

agency in response to the sent requests if the first entities are enabled for 
the requested services; and 

means for invoking the requested authorized services with the received 
authorizations. 

10 

Furthermore. Exhibits A-M, spanning the date .from (4/03) to (10/03). Le. 
predating above mentioned reference (a) and (b), also establish conception and 
due diligence of Claim 23, because exhibits show a system, comprising: 

sending a login request from a first entity to an authentication agency, the 
15 first entity comprising any of a user, a user agent and a principal; 

receiving an assertion at the first entity from the authentication agency in 
response to the log in request; 

authenticating at a participant through the first entity with the received 
assertion; 

20 . sending a request for a service on behalf of the principal from a second 
entity comprising any of the participant and a service consumer associated with 
the participant to any of the authentication agency and a discovery service 
associated with the authentication agency, using the assertion; and 

sending an authorization from the authentication agency to the second 

25 entity for the requested service in response to the sent request if the first entity is 
enabled for the requested service. 

In addition. Exhibits A-M, spanning the date from (4/03) to (10/03), Le. predating 
above mentioned reference (a) and (b). also establish conception and due 
30 diligence of Claim 33, because exhibits show a process, comprising the steps of: 
providing an authentication agency networked to a service; 
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establishing an identity at the authentication agency for a first entity 
comprising any of a user, a user agent and a principal; 

sending authentication information from the authentication agency to the 
first entity; 

5 authenticating the first entity at a participant with tlie authentication 

information; 

sending a request for a service on behalf of the principal from a second 
entity comprising any of the participant and a service consumer associated with 
the participant to any of the authentication agency and a discovery service 
10 associated with the authentication agency; 

sending an authorization from the authentication agency to the second 
entity to access the service on behalf of the first entity if the first entity is enabled 
for the service by the authentication agency; and 

establishing a link between the second entity and the service, based upon 
15 the authorization. 

Support for Claims 1, 11, 23 and 33 is seen in Exhibit A, throughout the draft of 
the Summary, Specification and Claims of Exhibit A, Item 2, as seen at least on 
page 4, lines 8-14 (Summary); on page 5, line 30, to page 9, line 23; in Claims 1 , 
20 11, 22 and 32; and in Figures 1-6, 9 and 11-16 of Exhibit A, Item 3, wherein a 
first entity comprises at least any of a user and a principal, and an identity 
provider 14 acts as an authentication agency. 

4. The Exhibits. 

25 

It should be appreciated that some of the documents listed hereinbelow show 
the date on which they were printed, wherein the date reflects the printed date 
and not the date of creation of the document. 

30 Exhibit A. 

May 14, 2003: 
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Item 1) A copy of an email with Subject: Re: AOL0091 draft comments 
needed, which includes a request for identification of inventors to "get the 
drafts out for review". 

5 Attached to the email are documents, including a draft of the Specification 
with Claims and Drawings: 

Item 2) Application Draft Document. 'AOL0091.App.V1 4.15.03.doc; and 
10 Item 3) Application Drawings Draft Document, Dwgs 5.13.03.v1 .pdf . 

Exhibit B. 

May 15,2003: 

15 Item 1) A copy of an email with Subject: Here you golll, which includes 
contact information for at least one inventor 

Exhibit C. 

May 15. 2003: 

20 

Item 1) A copy of an email with Subject: Re: AOL0091 draft comments needed, 
which includes coordination with identification of possible inventors. 

Exhibit D. 

25 May 15, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 draft comments needed, 
which includes contact information for possible Inventors. 

30 Exhibit E. 

May 22, 2003: 
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Item 1) A copy of an email dated May 22, 2003 with Subject: Re: AOL0091 draft 
comments needed, which a request for review by Conor Cahill, Edwin Aoki, J. 
Carriere and David Wexelblat. 

5 Attached to the email are documents, including a draft of the Specification with 
Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091.App.V1 4.15.03.doc; and 
10 Item 3) Application Drawings Draft Document, AOL0091 .Dwgs.vl .pdf . 
Exhibit F. 

May 22, 2003 and June 1 1 . 2003: 

1 5 Item 1) A copy of an email dated June 1 1 , 2003 with Subject: Re: AOL0091 draft 
review, 2nd request, which a request for review by Conor Cahill, Edwin Aoki, J. 
Carriere and David Wexelblat. 

Item 2) Aftached to the email of Item 1 is the appended Email with Aftached 
20 Documents of Exhibit E, comprising: 

Item 3) Application Draft Document, 'AOL0091.App.V1 4.15.03.doc; and 

Item 4) Application Drawings Draft Document, AOL0091.Dwgs.v1.pdf. 

25 

Exhibit G. 

July 17, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
30 Due ASAP!; 
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Email refers to review of Application draft, with comments provided by David Eli 
Wexelblat. 

Exhibit H. 

5 July 21, 2003: 

Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
Due ASAPI; 

10 Email refers to review of Application draft and comments provided by Norihiro 
Edwin Aoki. 

Attached to the email was the following document: 
1 5 Item 2) Application Draft Redline Document 'AOL0091 .App.VI 4. 1 5.03 EA. 

Exhibit 1. 

July 23, 2003: 

20 Item 1) A copy of an email with Subject: Re: AOL0091 Patent Draft *Comments 
Due ASAP!; 

Email refers to the fonwardlng of comments from Edwin Aoki and David 
Wexelblat for incorporation into Application, and submission of inventor 
25 infomiation for formal documents. 

Exhibit J. 

July 23, 2003: 

30 Item 1) A copy of an email with Subject: Re: AOL0091 Signature Forms!; 
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Email refers to identification of Chris Toomey as an Inventor, attached signature 
form, and an attached Application for review by Chris Toomey. 

Attached to the email are the following documents: 

5 

Item 2) Assignment.doc; and 
Item 3) Dec:POA.doc. 

10 Exhibit K. 

August 14, 2003: 

Item 1) A copy of an email dated August 14, 2003 with Subject: AOL0091 
Second Patent Draft for Comments ASAP, 

15 

with a request for review by Conor Cahill, Edwin Aoki, David Wexelblat and 
Jeromy Carriere. 

Attached to the email are documents, including a draft of the Specification with 
20 Claims and Drawings: 

Item 2) Application Draft Document, 'AOL0091.App.V2.8.14.03.doc; and 

Item 3) Application Drawings Draft Document, AOL0091.Dwgs.v2.pdf. 

25 

Exhibit L. 

August 14, 2003: 

Item 1) A copy of an email dated August 14, 2003 with Subject: Re: AOL0091 
30 Second Patent Draft for Comments ASAP; 
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Wherein Edwin Aol^i notes tliat he fonwarded the request (of Exhibit K) to Jim 
Roskind & Chris Toomey. 

Exhibit M. 

5 August 29, 2003: 

Item 1) A copy of an email with Subject: AOL0091 - Final Draft for Filing & 
Inventor Disclosure Form; 



10 Email refers to pending delivery of formal drawings, and documents attached to 
the email, including the Application and an Inventor Disclosure form. 

Also attached to the email is email confirmation for approval to file from Conor 
Cahill to Applicant's representative, Don Hendricks, from an email of 08/29/03 
15 with Subject: Re: AOL0091 Fourth Draft of Figures for Comments ASAP. 

5. I am one of the inventors that used each of the attached documents shown in 
Exhibits A, E, F, H, J, and K. Exhibit A, Items 2 and 3; Exhibit E, Items 2 and 3; 
and Exhibit F, Items 3 and 4 contain a description of exemplary embodiments of 

20 the invention. Exhibit A, Items 2 and 3; Exhibit E, Items 2 and 3; and Exhibit F, 
Items 3 and 4 were created before June 26, 2003 and show a conception date of 
the invention prior to both the effective date of July 25, 2003 for Reference (a) 
and before the effective date of June 26, 2003 of Reference (b). 

25 Exhibit H, Item 2 also contains a description of exemplary embodiments of the 
invention, and was created before the effective date of July 25, 2003 for 
Reference (a). 

Exhibits A - M establish due diligence from conception prior to the prior art of 
30 reference to the filing of the patent application. 

! 

6. The above-cited application was subsequently filed on 02 October 2003. 

i 
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Exhibits A - M establish due diligence from conception prior to the prior art of 
reference to the filing of the patent application. 

6. The above-cited application was subsequently filed on 02 October 2003. 



7. I hereby acknowledge that willful false statements and the like are punishable 
by fine or imprisonment, or both (18 U.S.C. 1001) and may jeopardize the 
validity of my application or any patent issuing thereon. All statements made of 
my own knowledge are true and all statements made on information or beliefs 
1 0 are believed to be true. 
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David Eli Wexelblat 



Date 



15 Declarant 



